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Conduct a screening 
search of the Federal 

Trademark Office 
database. 

Is the Mark 
generic? 

Is the Mark 
highly 

descriptive?

Go to Drafting 
and Filing the 
Application. 

Trademark 
Selection 
and Search 

Start.  Identify the 
name or trademark 
(the “Mark) and the 
goods/services with 
which it will be used. 

Yes

Any direct 
hits in sight, 

sound, or 
meaning?

Do you want to 
get a more in-
depth search?

Analyze in-
depth search. 

Favorable 
search 

results? 

Generic terms cannot 
be registered. 

End. 

Discuss with TM Counsel 
the difficulty of registering 

these terms.  

Review with TM 
Counsel to develop 

possible alternatives.

Go to Drafting 
and Filing the 
Application. 

Yes No

Yes

No

No No

No

Yes

Yes

Is the Mark 
recognized as 
a last name?

No

Yes Is the Mark a 
geographic 

name? 
Yes

No

Review further 
options with 
TM Counsel. 
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Is the Mark 
presently being 

used? 

Prepare and file an 
application based on 
intent to use the Mark 

File an application based on 
actual use, listing the dates 
the Mark was first used 
locally, and in interstate 
commerce. 

Identify the 
goods/services used 
(or that will be used) 
in connection with 

the Mark 

Review the 
filing receipt for 
accuracy. 

Approximately 6 months 
after filing the TM 
Office will examine the 
application. 

Was the 
application 
approved? 

Rejected for 
substantive or 

procedural 
reasons? 

START 
Identify the 

company that owns 
the Mark. 

 

Yes 

Yes Procedural 

No 

No Substantive 

Go to 
Publication 
Phase. 

Go to Response Phase 

A

Drafting and 
Filing the 
Application  

Go to Response Phase 
 

B
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Allow the 
application to be 
abandoned. End. 

Prepare and file 
response. Prosecute 
arguments until 
resolved. 

Did the TM 
Office agree 

with the 
response?

Responding to procedural 
issues usually involves 
clarifying the description of 
goods or services, the 
identity of the owner, 
correcting the drawing, etc. 

File a response to the 
issues cited by the TM 
Office. 

Weigh the cost of 
responding against 
the likelihood of 
success.  If 
responding a second 
time this might 
include an appeal.

Is it worth the 
cost to 

respond? 

Proceed to 
Publication 
Phase. 

Responding to 
substantive issues usually 
include the TM Office 
finding the mark to be too 
similar to a previous 
registration, or too 
descriptive, or generic.  

Response 
Phase 

Did the TM 
Office agree 

with the 
response? 

Yes

A 

B 

No 

No 

No 

Yes 

Yes 
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Was an 
extension 

request filed?

Intent to Use Go to the Proof of 
Use Phase 

Is the 
application 

based on “use” 
or “intent to 

use?” 

Was an 
Opposition 

filed? 

An Opposition proceeds like a 
federal lawsuit.  The Applicant is 
the defendant. No registration will 
issue until the Applicant proves it is 
entitled to register the Mark. End. 

Often a potential opposer 
gets an extension, but 
never files the opposition.  
This delays the process, 
but that is all. 

Publication 
Phase 

The TM Office publishes the 
application for a 30 day public 
comment period.  The public 
can file for extensions of time, 
or Oppositions to the 
application. 

The TM Office will 
issue a registration 
certificate about 4 
months after an 
application was 
published, if no 
comments were filed. 

Yes

Yes

No 

Use

No 
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Every 6 months 
determine if the mark 

is in use on ALL of the 
goods/services listed in 

the application. 

Did 
the TM Office 

accept the 
proof of use?

Proof of 
Use Phase 

The TM Office issues a “Notice of 
Allowance.”  The date of the Notice 
is very important.  The Applicant 
must file proof of use or an extension 
request every 6 months after the 
Notice date, until a maximum of the 
3rd anniversary of the date. 

Yes

No 

File proof of 
use with the 
TM Office. 

Develop uses of 
the Mark for 
ALL items in the 
application.  

No 

Yes 

File for an 
additional 6 
month 
extension.  

The TM Office 
will issue a 
registration 
certificate. 


